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In support of the “Protecting American Goods and 
Services Act of 2005,” a law which provides criminal 
penalties for trafficking in counterfeit marks, the U.S. 
Congress found that counterfeiting costs the U.S. $200 
billion annually and that the U.S. is losing millions of 
dollars in tax revenue and thousands of jobs due to the 
manufacture, distribution, and sale of counterfeit goods. 
Ties have also been established between counterfeiting 
and terrorist organizations that use the sale of counterfeit 
goods to raise and launder money.

Companies in nearly every industry are learning that  
they are not immune to this problem. Counterfeiting  
is no longer confined to famous luxury brands of designer 
purses and wrist watches. While the U.S. Customs & 
Border Patrol (CBP) reports that the most common 
products seized for counterfeiting are apparel, bags, 
cigarettes, consumer electronics, sunglasses, footwear, 
and headwear, counterfeiters have expanded into nearly 
every product category imaginable, from car 
parts to toys, from clothing to soft drinks. 

The harm caused by counterfeiting is beyond 
dispute and irreparable. In addition to the lost 
revenue, it causes immeasurable damage to a 
company’s brand, goodwill, and business  
reputation. Counterfeit products, which may be  
difficult to discern, are typically low quality and may 
even pose a threat to public health and safety. 

Take preventative measures

n Register your brands and trademarks with the U.S. 
Patent and Trademark Office and in foreign countries  
in which you manufacture and distribute your products 
and where your suppliers are located

n Record your trademark registrations with CBP and 
foreign customs authorities and engage a law firm to 
educate the CBP on how to identify counterfeit products 
before they reach consumers

n Use manufacturers and distributors you can trust and  
be sure the agreements contain specific provisions to 
protect your brands and manufacturing processes

n Monitor the Internet, especially auction sites, on which 
sales of counterfeit goods have substantially increased

n Incorporate anti-counterfeiting technologies into your 
products or packaging, such as security inks, holograms, 
and chemical taggants

If you believe that you are the victim of counterfeiting, 
engage legal counsel immediately to develop and 
implement a battle plan which may include: 

n Working with experienced investigators to identify 
counterfeiters and gather evidence

n Alerting import authorities and educating them on how 
to spot counterfeit products coming across the border

n Presenting the matter to federal authorities 
 to encourage criminal investigation and 
prosecution

n Filing civil suits to obtain and execute seizure 
orders and recover damages 

Even if your company hasn’t been the target of 
trademark counterfeiting, taking preventative 

steps will reduce your risk of falling prey to counterfeiting—
and increase the strength and value of your core brands. 
Contact the author or A. Michael Palizzi, 313.496.7645, if 
you’d like some help.
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Trademark counterfeiting is a continuing problem that threatens the success 
of brand owners in the U.S. and around the world. 
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Section 292 makes it unlawful to mark an 
“unpatented” item with the word “patent” or  
any word or number suggesting that the article  
is patented “for the purpose of deceiving the 
public.” Importantly, “any person may sue for the 
penalty” and split the total recovery with the U.S. 

An item is “unpatented” if it is “not covered by at least 
one claim of each patent with which the article is  
marked.” An item can be “unpatented” in a number 
of ways: (1) the item has never been patented; (2) any 
patent marked on the item does not actually apply to 
the item; (3) the item is marked as “patent pending” 
before an application has been filed; or (4) any patent 
marked on the item has expired. Section 292 allows 
“any person” to sue for the statutory 
penalty, so opportunistic plaintiffs – 
including some patent lawyers – are starting 
to make second careers out of suing patent 
owners for falsely marking their products.

Section 292 permits the court to impose 
a fine of up to $500 for “every such 
offense.” Some courts hold that every 
single item falsely marked – which could 
number in the millions depending on the type  
of product involved – could cost the patent 
owner $500. Other courts hold that the offense 
is the patent owner’s decision to mark, which 
significantly limits the number of “offenses.” 
Thus damages could vary greatly depending  
on the court’s interpretation of the statute. 

Regardless how damages are calculated, Section 
292’s keystone is the patent owner’s intent to 
deceive the public. Intent to deceive exists where 
the patent owner does not have an objectively 
reasonable belief that the marked products were 
covered by at least one claim of each patent with 
which they were marked. Fortunately, this standard 
creates a road map for patent owners to protect 
themselves; a patent owner that does have an 
objectively reasonable belief in the accuracy  
of its marks does not have intent to deceive. 
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Under the Patent Act, patent owners can recover damages for infringement only when the 
patented item is marked with the patent number or numbers covering the item. But, along 
with the benefits of marking, come the risks associated with incorrectly marking the item.

minimize your risks 
Check your marks  
Make good faith efforts to ensure that marked 
products are actually covered by all of the 
patents with which they are marked. This includes 
checking whether the item has actually been 
patented and/or whether the mark covers the 
item and not just the process for making the item.

Check your patents 
Regularly check the expiration dates of patents 
and revise markings to delete expired patents. 
Determine whether patent applications have 
actually been filed for items marked  
“patent pending.”

Consult with patent counsel 
Patent counsel can conduct patent 
searches, ensure patents are up to date, 
and verify that an article is covered by 
each of the patents with which it is 
marked. Patent counsel can also work with 
the patent owner to document the efforts 
the owner has made to mark its articles 

accurately. Finally, consulting with counsel could 
itself be evidence that a patent owner is making  
good faith efforts to ensure that its products are 
accurately marked.

Measures like these may help convince a court  
that a patent owner did not intend to deceive the 
public. A patent owner that finds itself in a court  
that interprets Section 292 broadly can argue that 
the fine should be less than $500 for each offense, 
based on its good faith efforts to mark accurately.

In sum, it pays to make your mark but it’s a good 
idea to check it twice. 

Making a mark  
and checking
it twice


